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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of Group I, claims 1-12 and 14-18, in the reply 
filed on 24 October 2006 is acknowledged. The traversal is on the ground(s) that it 
would not create an undue burden to conduct a search encompassing all of the claims. 
This is not found persuasive because the scope of the different inventions is not 
coextensive and would require different specific searches of the prior art. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 1 3 and 1 9-23 are withdrawn from further consideration pursuant to 37 
CFR § 1 .142(b), as being drawn to a nonelected invention, there being no allowable 
generic or linking claim. Applicant timely traversed the restriction (election) requirement 
in the reply filed on 24 October 2006. 

3. Applicant is reminded' that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR § 1 .48(b) if 
one or more of the currently named inventors is no longer an inventor of at least one 
claim remaining in the application. Any amendment of inventorship must be 
accompanied by a request under 37 CFR § 1 .48(b) and by the fee required under 37 
CFR§1.17(i). 

4. The Examiner has required restriction between product and process claims. The 
Examiner considers pending claim 20 as directed to a process of using the elected product 
in the instant Application, and may be eligible for rejoinder if the elected invention is found to 
be allowable. Where applicant elects claims directed to the product, and a product claim is 
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subsequently found allowable, withdrawn process claims that depend from or otherwise 
include all the limitations of the allowable product claim will be rejoined in accordance with 
the provisions of MPEP § 821 .04. Process claims that depend from or otherwise 
include all the limitations of the patentable product will be entered as a matter of right if 
the amendment is presented prior to final rejection or allowance, whichever is earlier. 
Amendments submitted after final rejection are governed by 37 CFR §1.116; amendments 
submitted after allowance are governed by 37 CFR § 1 .312. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR § 1.104. Thus, 
to be allowable, the rejoined claims must meet all criteria for patentability including the 
requirements of 35 U.S.C. §§ 101, 102, 103, and 112. Until an elected product claim is 
found allowable, an otherwise proper restriction requirement between product claims 
and process claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowed product claim will not be rejoined. See 
"Guidance on Treatment of Product and Process Claims in light of In re Ochiai, In re 
Brouwer and 35 U.S.C. § 103(b)," 1184 O.G. 86 (March 26, 1996). Additionally, in order 
to retain the right to rejoinder in accordance with the above policy, Applicant is advised 
that the process claims should be amended during prosecution either to maintain 
dependency on the product claims or to otherwise include the limitations of the product 
claims. Failure to do so may result in a loss of the right to rejoinder. 
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Further, note that the prohibition against double patenting rejections of 35 U.S.C. 
§ 121 does not apply where the restriction requirement is withdrawn by the examiner 
before the patent issues. See MPEP § 804.01. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. § 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

6. Claims 2-4 are rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

At claim 2, line 2, "linked to a plant cell non-lethal negative selectable marker 
gene" renders the claim indefinite because it is unclear if this limitation is directed to the 
same feature at line 4 of claim 1 , or is directed to a different "marker gene" not 
specifically recited in claim 1. Hence, the metes and bounds of the claim are unclear. 
Claims 3 and 4 are also indefinite. 

At claim 4, line 1, the limitation "said promoter expresses" renders the claim 
indefinite because a promoter does not express anything, its function is to induce 
expression of an operably linked coding region. Hence, the metes and bounds of the 
claim are unclear. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 1 02 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 1-4 and 9-1 1 are rejected under 35 U.S.C. § 102(e) as being anticipated 
by Heim et al (U.S. Patent Application Publication US 2003/0188345 A1 , filed 28 June 
2001). 

Heim et al disclose a DNA plasmid comprising a T-DNA comprising an 
Agrobacterium Ti plasmid first border region linked to at least one transgene linked to 
an Agrobacterium Ti plasmid second border region, and located in the DNA plasmid 
outside of the T-DNA is a plant expression cassette comprising a plant cell non-lethal 
negative selectable marker gene linked to a vector backbone DNA at claim 7, Figure 4 
and page 4, left column, paragraph 0025. Heim et al specifically disclose integrating the 
codA gene from E. coli on the vector side of the left T-DNA border that permits a 
combined positive/negative selection. Figure 4 discloses using the constitutive CaMV 
35S promoter operably linked to such a gene on said vector side. Figure 4 discloses the 
use of the positive selectable marker gene, Pat that produces phosphinothricin 
herbicide resistance to the transformed cell. Phosphinothricin herbicide resistance is a 
desirable transgene to introduce into a transgenic plant, and was well know in the art as 
such at the time of Applicants' invention. The instant application discloses use of the 
same codA gene in the vector backbone DNA at page 30, line 12. Hence, Heim etal 
have previously disclosed all of the claim limitations. 
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Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. § 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. § 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR § 1.56 to point out the inventor and invention dates of each claim that 

was not commonly owned at the time a later invention was made in order for the 

examiner to consider the applicability of 35 U.S.C. § 103(c) and potential 35 U.S.C. § 

102(e), (f) or (g) prior art under 35 U.S.C. § 103(a). 

10. Claims 5-8, 12 and 14-18 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Heim et al (U.S. Patent Application Publication US 2003/0188345 A1 , 
filed 28 June 2001 ) in view of Lange et al (U.S. Patent 5,939,539) and Ebinuma et al 
1997 (Proc. Natl. Acad. Sci. USA 94: 2117-2121). 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. § 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Applicants teach that the problem to be solved by the claimed invention is that 

"The vector backbone DNA contains various plasmid maintenance genetic elements, 

e.g., origin of replications, bacterial selectable marker genes, and other DNA fragments 

not desirable in commercial crop products for regulatory issues." at page 2, lines 10-13 

of the specification. 

Heim et al teach that it is undesirable to introduce vector sequences, for example 
bacterial resistance genes also transferred into the genome of the plants in addition to 
the T-DNA with the desired transgenic nucleotide sequences (page 1, right column, 1 st 
paragraph). Hence, the prior art had identified the same problem to be solved that has 
been asserted by Applicants' teachings. 

Heim et al teach a DNA plasmid comprising a T-DNA comprising an 
Agrobacterium Ti plasmid first border region linked to at least one transgene linked to 
an Agrobacterium Ti plasmid second border region, and located in the DNA plasmid 
outside of the T-DNA is a plant expression cassette comprising a plant cell non-lethal 
negative selectable marker gene linked to a vector backbone DNA; at claim 7, Figure 4 
and page 4, left column, paragraph 0025. Heim et al specifically teach integrating the 
codA gene from E. coli on the vector side of the left T-DNA border that permits a 
combined positive/negative selection. Figure 4 teaches using the constitutive CaMV 
35S promoter operably jinked to such a gene on said vector side. Figure 4 teaches the 
use of the positive selectable marker gene, Pat that produces phosphinothricin 
herbicide resistance to the transformed cell. Phosphinothricin herbicide resistance is a 
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desirable transgene to introduce into a transgenic plant, and was well know in the art as 
such at the time of Applicants' invention. 

Heim et a/ do not teach a DNA plasmid wherein the plant expression cassette 
encoding a plant cell non-lethal negative selectable marker gene out side of the T-DNA 
encodes a plant hormone biosynthetic pathway gene, a plant hormone degradative 
gene, a plant hormone biosynthetic pathway substrate-diverting gene, or a plant 
hormone signaling gene. 

Lange et al teach a plant hormone degradative/modifying gene, a gibberellin 20- 
oxidase that when expressed in a transgenic plant produces increased stem extension 
and leaf expansion compared to a wild-type plant (see column 18). Hiroyasu et al teach 
using the isopentenyl transferase gene (ipt) as a non-lethal negative selectable marker 
gene because expression in a transgenic plant produces lose apical dominance and the 
inability to root in culture due to overproduction of cytokinins (page 21 17, right column, 
2 nd paragraph). Hence, those of ordinary skill in the art were well aware of how to use 
non-lethal negative selectable marker genes in plant transformation methods at the time 
of Applicant's invention. 

It would have been prima facie obvious to one of ordinary skill in the art at the 
time of Applicant's invention to modify the teachings of Heim et alto use other negative 
selectable marker genes in the DNA plasmid, such as those taught by others in the prior 
art; Lange et al or Hiroyasu et al. Given the success of those of ordinary skill in the art in 
expressing genes that can be used as a non-lethal negative selectable marker gene in 
transgenic plant, one would have a reasonable expectation of success. Heim et al were 
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successful in distinguishing transgenic plants that incorporated DNA out side of the T- 
DNA, hence the DNA plasmid taught worked. Heim et al motivate those of ordinary skill 
in the art to use other selectable markers, including non-lethal negative selectable 
marker gene outside of the T-DNA. 



11. No claims are allowed. 

1 2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David H. Kruse, Ph.D. whose telephone number is (571 ) 
272-0799. The examiner can normally be reached on Monday to Friday from 8:00 a.m. to 
4:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached at (571) 272-0975. The central FAX 
number for official correspondence is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group Receptionist whose telephone number is 
(571)272-1600. 



Conclusion 



DAVID H. KRUSE, PH.D. 
PRIMARY EXAMINER 




David H. Kruse, Ph.D. 
18 January 2007 
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1 3. Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to (571) 272-0547. 

Patent applicants with problems or questions regarding electronic images that can be viewed in the Patent 
Application Information Retrieval system (PAIR) can now contact the USPTO's Patent Electronic Business Center 
(Patent EBC) for assistance. Representatives are available to answer your questions daily from 6 am to midnight (EST). 
The toll free number is (866) 217-9197. When calling please have your application serial or patent number, the type of 
document you are having an image problem with, the number of pages and the specific nature of the problem. The 
Patent Electronic Business Center will notify applicants of the resolution of the problem within 5-7 business days. 
Applicants can also check PAIR to confirm that the problem has been corrected. The USPTO's Patent Electronic 
Business Center is a complete service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It also enables applicants to view 
the scanned images of their own application file folder(s) as well as general patent information available to the public. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786-9199. 
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